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LESSON 1 - WHAT IS A TRADE MARK  

 

1. Trade marks in Australia 

1.1 We are all familiar with trade marks. As consumers, we use trade marks every day to 

identify the goods and services we buy, including what they are and where they come 

from (also known as the trade origin).  

 

1.2 In 2018, Forbes Magazine identified the following trade marks as belonging to the most 

valuable brands in the United States:  
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1.3 But what exactly is a trade mark? Section 17 of the Trade Marks Act 1995 (Cth) defines 

a trade mark as: 

 

“a sign used, or intended to be used, to distinguish goods or services dealt with or 

provided in the course of trade by a person from goods or services so dealt with or 

provided by any other person.”  

 

1.4 A “sign” is not limited to words or a logo. A trade mark can include any letter, word, 

name, signature, numeral, device, brand, heading, label, ticket, aspect of packaging, 

shape, colour, sound or scent or any combination of those things. In practice, most 

trade marks consist of words or devices (logos) or a combination of words and devices. 

 

1.5 Trade marks are also often referred to colloquially as brands or logos. There is a great 

deal of overlap between the idea of a brand or a logo. But a trade mark is also a legal 

concept. It refers to a piece of property, called “intangible property”, which can be 

bought, sold, licensed and enforced against third parties like counterfeiters.  

 

1.6 Trade marks can be registered in Australia on the Register of Trade Marks. IP Australia 

is responsible for maintaining the Register of Trade Marks and assessing applications 

for new trade marks. Trade marks must meet certain criteria to be capable of 

registration. These criteria will be addressed in later lessons. 

 

1.7 However, there is no requirement to register a trade mark and many trade marks are 

not registered or are not capable of registration. These are known as “unregistered 

trade marks” or “common law trade marks”. Unregistered trade marks rely on the user 

of the trade mark building up a reputation in the market which takes time and can be 

difficult to prove in court. 

 

1.8 The owner of a registered trade mark gets a number of benefits: 

 

(a) The owner of a registered trade mark has the exclusive right to use that trade 

mark or to authorise someone else to use that trade mark. 

 

(b) The owner of a registered trade mark can sue another person for trade mark 

infringement if they use the same trade mark or a very similar mark without the 

need to prove a reputation in the trade mark. You cannot sue for infringement of 

an unregistered trade mark. You would need to rely on misleading or deceptive 

conduct or the tort of passing off. 
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(c) The owner of a registered trade mark can sell that trade mark without selling its 

company. Unregistered trade marks can only be sold with the “goodwill” of the 

company. 

 

(d) A registered trade mark can be recorded with Australian Customs to prevent 

counterfeit goods from being imported into the country. 

 

1.9 When trade marks are registered they are allocated a trade mark number. Trade marks 

are registered in respect of certain classes of goods or services for which the trade 

mark is, or will be, used. Trade marks can be registered in multiple classes in respect 

of many different types of goods and services. The only restriction is that the mark is, 

or will be, used in relation to all of the goods and services for which it is registered. 

Examples of some famous trade marks and the classes of goods or services in which 

they are registered are set out in the table below. A full list from IP Australia of the 45 

classes of goods and services, 34 classes of goods and 11 classes of services, is set 

out at Annexure A to this lesson. 

 

Trade Mark Class Description 

 

 

Class 32 Aerated non-intoxicating 
beverages; beverages; 

syrup for making 
beverages 

TELSTRA 

 

Class 38 Telecommunications 
services 

FORD 

 

Class 12 Motor vehicles 

 

 

Class 9 
Computers 
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1.10 The process of registering a trade mark includes the following steps, which will be 

covered in detail in the lessons which follow: 

 

(a) Lodging a trade mark application; 

 

(b) Examination of the trade mark application by IP Australia; 

 

(c) Acceptance (or rejection) of the trade mark application by IP Australia; 

 

(d) Opposition to registration of the trade mark by a third party; and 

 

(e) Registration of the trade mark of the Register of Trade Marks. 
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Annexure A 

Goods and Services are divided into 45 classes - 34 classes of goods and 11 classes of 
services. Below is a list that contains a general indication of the types of items that fall in 
each class, but please note that it is indicative only. You should use the classification search 
to perform a comprehensive search for your goods and/or services 

 

Class Description 

Goods 

1.  Chemicals for use in industry, science and photography, as well as in 
agriculture, horticulture and forestry; unprocessed artificial resins, unprocessed 
plastics; fire extinguishing and fire prevention compositions; tempering and 
soldering preparations; substances for tanning animal skins and hides; 
adhesives for use in industry; putties and other paste fillers; compost, manures, 
fertilizers; biological preparations for use in industry and science. 

2.  Paints, varnishes, lacquers; preservatives against rust and against deterioration 
of wood; colorants, dyes; inks for printing, marking and engraving; raw natural 
resins; metals in foil and powder form for use in painting, decorating, printing 
and art. 

3.  Non-medicated cosmetics and toiletry preparations; non-medicated dentifrices; 
perfumery, essential oils; bleaching preparations and other substances for 
laundry use; cleaning, polishing, scouring and abrasive preparations. 

4.  Industrial oils and greases, wax; lubricants; dust absorbing, wetting and binding 
compositions; fuels and illuminants; candles and wicks for lighting. 

5.  Pharmaceutical and veterinary preparations; sanitary preparations for medical 
purposes; dietetic food and substances adapted for medical or veterinary use, 
food for babies; dietary supplements for human beings and animals; plasters, 
materials for dressings; material for stopping teeth, dental wax; disinfectants; 
preparations for destroying vermin; fungicides, herbicides. 

6.  Common metals and their alloys, ores; metal materials for building and 
construction; transportable buildings of metal; non-electric cables and wires of 
common metal; small items of metal hardware; metal containers for storage or 
transport; safes. 

7.  Machines, machine tools, power-operated tools; motors and engines, (except 
for land vehicles); machine coupling and transmission components, (except for 
land vehicles); agricultural implements, other than hand-operated hand tools; 
incubators for eggs; automatic vending machines. 

8.  Hand tools and implements (hand-operated); cutlery; side arms, except 
firearms; razors. 

9.  Scientific, research, navigation, surveying, photographic, cinematographic, 
audiovisual, optical, weighing, measuring, signalling, detecting, testing, 
inspecting, life-saving and teaching apparatus and instruments; apparatus and 
instruments for conducting, switching, transforming, accumulating, regulating or 
controlling the distribution or use of electricity; apparatus and instruments for 
recording, transmitting, reproducing or processing sound, images or data; 
recorded and downloadable media, computer software, blank digital or 
analogue recording and storage media; mechanisms for coin-operated 
apparatus; cash registers, calculating devices; computers and computer 
peripheral devices; diving suits, divers’ masks, ear plugs for divers, nose clips 
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for divers and swimmers, gloves for divers, breathing apparatus for underwater 
swimming fire-extinguishing apparatus. 

10.  Surgical, medical, dental and veterinary apparatus and instruments, artificial 
limbs, eyes and teeth; orthopaedic articles; suture materials; therapeutic and 
assistive devices adapted for the disabled; massage apparatus; apparatus, 
devices and articles for nursing infants; sexual activity apparatus, devices and 
articles. 

11.  Apparatus and installations for lighting, heating, cooling, steam generating, 
cooking, drying, ventilating, water supply and sanitary purposes. 

12.  Vehicles; apparatus for locomotion by land, air or water. 

13.  Firearms; ammunition and projectiles; explosives; fireworks. 

14.  Precious metals and their alloys; jewellery, precious and semi-precious stones; 
horological and chronometric instruments. 

15.  Musical instruments; music stands and stands for musical instruments; 
conductors' batons. 

16.  Paper and cardboard; printed matter; bookbinding material; photographs; 
stationery and office requisites, except furniture; adhesives for stationery or 
household purposes; drawing materials and materials for artists; paintbrushes; 
instructional and teaching materials; plastic sheets, films and bags for wrapping 
and packaging; printers' type, printing blocks. 

17.  Unprocessed and semi-processed rubber, gutta-percha, gum, asbestos, mica 
and substitutes for all these materials; plastics and resins in extruded form for 
use in manufacture; packing, stopping and insulating materials; flexible pipes, 
tubes and hoses, not of metal. 

18.  Leather and imitations of leather; animal skins and hides; luggage and carrying 
bags; umbrellas and parasols; walking sticks; whips, harness and saddlery; 
collars, leashes and clothing for animals. 

19.  Materials, not of metal, for building and construction; rigid pipes, not of metal, 
for building; asphalt, pitch, tar and bitumen; transportable buildings, not of 
metal; monuments, not of metal. 

20.  Furniture, mirrors, picture frames; containers, not of metal, for storage or 
transport; unworked or semi-worked bone, horn, whalebone or mother-of-pearl; 
shells; meerschaum; yellow amber. 

21.  Household or kitchen utensils and containers; cookware and tableware, except 
forks, knives and spoons; combs and sponges; brushes, except paint brushes; 
brush-making materials; articles for cleaning purposes; unworked or semi-
worked glass, except building glass; glassware, porcelain and earthenware. 

22.  Ropes and string; nets; tents and tarpaulins; awnings of textile or synthetic 
materials; sails; sacks for the transport and storage of materials in bulk; 
padding, cushioning and stuffing materials, except of paper, cardboard, rubber 
or plastics; raw fibrous textile materials and substitutes therefor. 

23.  Yarns and threads, for textile use. 

24.  Textiles and substitutes for textiles; household linen; curtains of textile or plastic. 

25.  Clothing, footwear, headwear. 

26.  Lace, braid and embroidery, and haberdashery ribbons and bows; buttons, 
hooks and eyes, pins and needles; artificial flowers; hair decorations; false hair. 
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27.  Carpets, rugs, mats and matting, linoleum and other materials for covering 
existing floors; wall hangings, not of textile. 

28.  Games, toys and playthings; video game apparatus; gymnastic and sporting 
articles; decorations for Christmas trees. 

29.  Meat, fish, poultry and game; meat extracts; preserved, dried and cooked fruits 
and vegetables; jellies, jams, compotes; eggs; milk, cheese, butter, yoghurt and 
other milk products; edible oils and fats for food. 

30.  Coffee, tea, cocoa and artificial coffee; rice, pasta and noodles; tapioca and 
sago; flour and preparations made from cereals; bread, pastry and 
confectionery; chocolate; ice cream, sorbets and other edible ices; sugar, 
honey, treacle; yeast, baking-powder; salt, seasonings, spices, preserved 
herbs; vinegar, sauces and other condiments; ice (frozen water). 

31.  Raw and unprocessed agricultural, aquacultural, horticultural and forestry 
products; raw and unprocessed grains and seeds; fresh fruits and vegetables, 
fresh herbs; natural plants and flowers; bulbs, seedlings and seeds for planting; 
live animals; foodstuffs and beverages for animal; malt. 

32.  Beers; non-alcoholic beverages; mineral and aerated waters; fruit beverages 
and fruit juices; syrups and other non-alcoholic preparations for making 
beverages. 

33.  Alcoholic beverages (except beers); alcoholic preparations for making 
beverages. 

34.  Tobacco and tobacco substitutes; cigarettes and cigars; electronic cigarettes 
and oral vaporizers for smokers; smokers' articles; matches. 

Services 

35.  Advertising; business management; business administration; office functions. 

36.  Insurance; financial affairs; monetary affairs; real estate affairs. 

37.  Building construction; repair; installation services. 

38.  Telecommunications. 

39.  Transport; packaging and storage of goods; travel arrangement. 

40.  Treatment of materials. 

41.  Education; providing of training; entertainment; sporting and cultural activities. 

42.  Scientific and technological services and research and design relating thereto; 
industrial analysis and industrial research services; design and development of 
computer hardware and software. 

43.  Services for providing food and drink; temporary accommodation. 

44.  Medical services; veterinary services; hygienic and beauty care for human 
beings or animals; agriculture, horticulture and forestry services. 

45.  Legal services; security services for the physical protection of tangible property 
and individuals; personal and social services rendered by others to meet the 
needs of individuals. 
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LESSON 2 – LODGING A TRADE MARK APPLICATION 

 

2. A step by step guide 

2.1 The following steps are required to be followed to lodge a trade mark application in 

Australia through the Trade Marks Office’s eServices Portal: 

Step 1: Log into eServices 

Step 2: Reference number and applicant/agent 

Step 3: Applicant details 

Step 4: Agent details and the address for service 

Step 5: The trade mark 

Step 6: Goods and services 

Step 7: Check the application details 

Step 8: Payment  

2.2 This lesson takes you through each of the 8 steps teaching you how to correctly 

complete and lodge the application. 
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Step 1 – Log into eServices 

2.3 Australian trade mark applications are lodged online using IP Australia’s eServices 

portal. As a paralegal, you will be provided with your firm’s log in details for eServices. 

 

2.4 eServices can be accessed by going to the Trade Marks Office’s website at 

https://www.ipaustralia.gov.au/ and then clicking on “ONLINE SERVICES”. 

 

2.5 Once you log into eServices you will be presented with the eServices home page: 

 

 
 

2.6 To commence the trade mark application, click on the link labelled “Trade Marks 

(including TM Headstart)” under the “MY eSERVICES” heading (highlighted above).  

 

2.7 You will then be presented with a list of Trade Mark eServices. Click on the link labelled 

“Apply for an Australian Trade Mark” (as highlighted in the image below). 

 

https://www.ipaustralia.gov.au/
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Step 2 – Reference number and applicant/agent 

 

2.8 You are now in the trade mark application portal.  

 

2.9 You will be prompted to provide a reference for the application. You will be told by your 

instructor what to use for this reference. It will generally be the same as the matter 

reference for the file.  

 

2.10 You will also be prompted to indicate whether you are applying for the trade mark as 

the applicant or as an agent. In your role as a paralegal, you will always be applying 

for a trade mark as an agent.  
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Step 3 – Applicant details 

2.11 Next you will be prompted to enter the trade mark applicant’s details.  

 

2.12 The applicant is the person or company who owns the trade mark. It is important to 

confirm the correct name of the owner of the trade mark, because it may be different 

to the person or company who is using the mark in Australia.  

 

2.13 Clear instructions should be obtained from the client about the person or entity that is 

to own the trade mark.  Failing to properly identify the correct applicant has the potential 

to invalidate a trade mark application. 

 

ATTENTION! It is very important to provide the correct information for the trade 

mark applicant as providing incorrect information may invalidate the trade mark! 
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Step 4 – Agent details and address for service 

2.14 You will next be prompted to provide the agent details and the address for service for 

the trade mark application. The agent details and the address for service will generally 

be the details of the firm at which you work. However, you will need to confirm this with 

your instructor. 

 

2.15 The address for service is the address at which correspondence concerning the trade 

mark is sent.  It is commonly the address of the law firm that is acting for the trade 

mark applicant. 
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Step 5 – The trade mark 

2.16 You will then be asked to identify what type of trade mark you wish to apply for out of 

the following categories: 

 

(a) One word or one phrase in plain text (e.g. EXAMPLE) 

 

(b) One word or one phrase in stylised text (e.g. Example) 

 

(c) A single logo; with or without text 

 

(d) A Trade Mark other than described in the above categories (e.g. sound, 

movement, scent, series). These marks are also known as “non-traditional 

marks”. 

 

 
 

2.17 Generally, the trade mark will fall in one of the first three categories.  
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2.18 Depending on the type of trade mark you select, you will be prompted to provide 

additional information about that trade mark. If you select a plain text word or phrase 

you will be prompted to type the word or phrase you would like to trade mark: 

 

 
 

2.19 If you select a stylised text or a logo, you will be prompted to upload a file containing 

the trade mark: 
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2.20 If you select a non-traditional mark, you will be asked to identify whether the mark is a 

series, shape, colour, sound, movement or other mark and you will be prompted to 

provide further information depending on the specific type of trade mark. Generally, if 

it is a shape, colour, sound, movement, scent, taste or texture mark you will be asked 

to provide a written description of the trade mark. 
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2.21 You will then be asked for the following additional details about the trade mark you are 

applying for: 

 

 
 

Non-English trade marks 

 

2.22 Does the trade mark contain non-English word(s) or foreign character(s)? If so, you 

will need to provide a translation. 

 

Convention applications 

 

2.23 Is the application a Convention application? Under the Trade Marks Act and the Trade 

Marks Regulations 1995 (Cth), where a person has made an application for registration 

in a Convention country and that person applies for the same trade mark in Australia 

within six months, the trade mark will be deemed to be registered as of the date of 

application in the Convention country rather than the date of filing of the application in 
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Australia. A “Convention country” includes a foreign country that is a signatory to the 

Paris Convention for the Protection of Industrial Property and a foreign country that is 

a full member of the World Trade Organization (among some others).  

 

2.24 If the trade mark application is a Convention application then you will be asked to 

provide: 

 

(a) the goods and/or services for which the early trade mark application is registered, 

if more than one priority date applies; 

 

(b) the date the application was first filed in a Convention country; 

 

(c) the Convention country; and 

 

(d) if available, the convention application number. 

Divisional applications 

2.25 Is the application a divisional application? A divisional application is a trade mark 

application which is based on an earlier trade mark application for the same trade mark 

by the same applicant. If a single application for registration of a trade mark is pending 

(parent application), the applicant may make another application (divisional 

application) for the registration of the trade mark in respect of some only of the goods 

and/or services for which registration is sought under the parent application. 

 

2.26 Generally divisional applications are filed where there is a conflicting mark or some 

other problem, either identified in examination or by an opposition, but it is only relevant 

to some of the goods or services in the parent application. The problematic goods or 

services will be removed from the parent application and placed into the divisional 

application so that the parent application can proceed to grant. 

 

Defensive trade marks 

 

2.27 Is the application for a defensive trade mark? A trade mark may be registered as a 

defensive trade mark where it is already registered in respect of certain goods or 

services and the trade mark has been used to such an extent, in relation to all or any 

of the goods or services in respect of which it is registered, that its use on the goods 

or services sought by the defensive registration would be likely to be taken by 

consumers as indicating a connection between those goods or services and the owner 

of the registered trade mark. In contrast to a standard trade mark application, the owner 

of the defensive trade mark application does not need to have an intention to use the 
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trade mark in respect of the goods or services listed in the defensive trade mark 

application. For example, the trade mark “NIKE” is registered as a defensive trade 

mark in respect of “Beers; mineral and aerated waters and other non-alcoholic drinks; 

fruit drinks and fruit juices; syrups and other preparations for making beverages”. 

 

Certification trade marks 

 

2.28 Is the application for a certification trade mark? A certification trade mark is different to 

a standard trade mark because indicates that the goods are certified as meeting a 

particular standard of quality or accuracy, or as having a particular composition, mode 

of manufacture, geographical origin or some other characteristic. A certification trade 

mark can only be used in accordance with the rules governing use of the mark which 

need to be approved by the Australia Competition and Consumer Commission before 

the trade mark can be accepted for registration. For example, the National Heart 

Foundation Approved Tick Retail trade mark depicted below is a registered certification 

mark. 

 
 

Collective trade marks 

 

2.29 Is the application for a collective trade mark? A collective trade mark is a sign used, or 

intended to be used, in relation to goods or services dealt with or provided in the course 

of trade by members of an association to distinguish those goods or services from 

goods or services so dealt with or provided by persons who are not members of the 

association. A collective trade mark may only be applied for by, and in the name of, an 

association. Unlike certification trade marks, the use of collective trade marks is not 

required to be subject to rules. For example, the trade mark “MUA” is registered as a 

collective mark by the Maritime Union of Australia. 

 

Conditions 

 

2.30 Does the applicant propose any conditions or limitations to registration of the trade 

mark? Under the Trade Marks Act, the exclusive right to use a trade mark can be 

subject to certain conditions or limitations. For example, if a business only uses a trade 

mark in one State of Australia, it may propose a limitation that the mark only be 

registered with respect to that State.  
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2.31 There are also certain geographic terms and other expressions used in connection with 

wine which are subject to conditions when used in trade marks. For example, when 

“tawny” is used on fortified wine, it must conform to the characteristics attributed to 

“tawny” fortified wines as defined by the Register of Protected Geographical Indications 

and Other Terms as follows: 

 

‘Tawny describes a style of Australian fortified wine that receives varying years of 

ageing prior to bottling. At bottling the wine has a red-gold or “tawny” hue. The 

wines should reflect the characteristics of careful aging showing “developed” rather 

than “fresh” fruit characters. However, many show the fresh well developed “fruit” 

characteristics of younger wine. The wine is usually blended from more than one 

vintage, may be matured in oak containers and reaches an optimal age before 

sale. Fortification must be from grape spirit.’ 
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Step 6 – Goods and services 

2.32 After providing information about the trade mark itself, you will be prompted to 

nominate the goods and/or services covered by the mark. You can select the goods or 

services by:  

 

(a) searching IP Australia’s list of goods and/or services;  

 

(b) entering your own list of goods and/or services; or 

 

(c) retrieving a list of goods and/or services from an existing application. 

 

2.33 As a paralegal, it is likely that you will be provided with a list of goods and/or services 

for you to include in the trade mark application which have been prepared by a trade 

mark attorney.  
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2.34 If you choose to search IP Australia’s list of goods and services, you will be provided 

with a list of classes and descriptions: 
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2.35 Once you have selected the relevant goods and/or services, you can then add those 

goods and services to your trade mark application: 
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Step 7 – Check the application details 

2.36 Finally, you will be provided with a summary of the trade mark application for you to 

check: 
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Step 8 – Payment 

 

2.37 Once you have confirmed that the details of the trade mark application are correct, 

select “ADD TO CART”. You will then be directed to “MY CART”:  

 

 
 

2.38 For billing purposes, you may wish to provide a cart reference in addition to your 

application reference. For example, you may be lodging several trade mark 

applications for the one client and may wish for them to be billing as one transaction. 

You will then select “PROCEED TO PAY” to finalise the transaction and submit the 

trade mark application. 

CHECKLIST FOR TRADE MARK APPLICATIONS 

□ What is the trade mark?  

□ Who is the trade mark applicant? 

□ What type of trade mark is it? (e.g. word mark, stylised mark, logo mark, series mark) 

□ What goods and/or services are to be included in the application? 
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LESSON 3 – EXAMINATION 

 

3. Examination 

A. Before examination 

3.1 After you have lodged the trade mark application, the Trade Marks Office will allocate 

a number to the application and enter the data contained in the application form into 

its databases. Particulars of the application, such as the application number, the 

applicant’s name, the date of filing etc, will be published in the Official Journal and in 

the computer database maintained by the Trade Marks Office. 

3.2 The trade mark will also be indexed by the Trade Marks Office before examination. 

Indexing the trade mark involves identifying the elements which constitute the trade 

mark such as, for example, any of the words and the features of an logo device used 

in the trade mark. 

B. Examination Procedure 

3.3 Trade mark applications are allocated to an examiner to be examined. The examiner 

is a delegate of the Registrar of Trade Marks. Applications are generally examined in 

the order they are filed, which usually occurs around three months after the application 

is filed. Applicants can request expedited examination in writing and supported by a 

declaration setting out the reasons why the application should be expedited. 

3.4 During examination, the trade mark examiner is required to examine and report on: 

(a) whether the application has been made in accordance with the Trade Marks Act; 

and 

 

(b) whether there are any grounds under the Trade Marks Act for rejecting the 

application. 

 

3.5 Compliance with the Trade Marks Act generally involves consideration of whether the 

application complies with the formalities set out in the Trade Marks Act such as, for 

example: 

(a) whether the goods and/or services have been correctly classified; 

 

(b) whether the goods and/or services are described in an overbroad or ambiguous 

manner; 
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(c) the adequacy of the representation of the trade mark; 

 

(d) whether any claim for priority has been properly made. 

 

3.6 Grounds under the Trade Marks Act for rejecting an application at examination include: 

(a) if the trade mark contains or consists of a sign that is not to be used as a trade 

mark. For example, a sign which is a representation of the Arms, or of a flag or 

seal, of the Commonwealth or of a State or Territory of Australia is not to be used 

as a trade mark (section 39); 

 

(b) if the trade mark cannot be represented graphically. There should be no difficulty 

in graphically representing most types of marks as they have a physical form 

(section 40); 

 

(c) if the trade mark is not capable of distinguishing the applicant's goods or services 

in respect of which the trade mark is sought to be registered from the goods or 

services of other persons. This ground will be addressed in more detail below 

(section 41); 

 

(d) if the trade mark contains or consists of scandalous matter or its use would be 

contrary to law (section 42); 

 

(e) if, because of some connotation that the trade mark or a sign contained in the 

trade mark has, the use of the trade mark in relation to those goods or services 

would be likely to deceive or cause confusion. For example, if the trade mark 

contained a geographical connotation but the products sold under the mark were 

not from that geographical area then the mark might be likely to deceive or cause 

confusion (section 43); 

 

(f) if the applicant’s trade mark is substantially identical with or deceptively similar 

to an earlier mark registered in respect of similar goods or services. This ground 

will be addressed in more detail below (section 44). 

 

3.7 If the examiner forms a reasonable belief that the application has not been made in 

accordance with the Trade Marks Act or there are grounds for rejecting the application, 

the examiner will issue an adverse report to the applicant identifying the issues with 

the application. The applicant will then have 15 months from the date of the adverse 

report to amend the application and/or persuade the examiner to accept the application 

otherwise the application will lapse.  
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3.8 If the examiner does not think there are grounds for rejecting the application, it will 

proceed to acceptance and will be advertised in the Official Journal. 

C. Common Grounds for Rejection: Not capable of distinguishing 

3.9 Section 41 of the Trade Marks Act provides that: 

“An application for the registration of a trade mark must be rejected if the trade mark 

is not capable of distinguishing the applicant's goods or services in respect of which 

the trade mark is sought to be registered (the designated goods or services) from the 

goods or services of other persons.”  

3.10 The test for determining a trade mark’s capacity to distinguish is whether the mark is 

one which other traders are likely in the ordinary course of their business and without 

any improper motive, to desire to use upon or in connection with their goods or 

services.  

3.11 In the course of the examination process, the examiner will determine to what extent 

the applicant’s trade mark is “inherently adapted to distinguish” their goods or services. 

All trade marks examined will fall into one of three categories: 

(a) trade marks that are sufficiently inherently adapted to distinguish and are 

therefore prima facie capable of distinguishing; 

 

(b) trade marks that have some limited inherent adaptation to distinguish but are not 

prima facie capable of distinguishing; and 

 

(c) trade marks that have no inherent adaptation to distinguish.’ 

 

3.12 If a trade mark falls into category (a), it will meet the requirements of s 41 without the 

need to provide more information to the Trade Marks Office. The Trade Mark Office 

provides the following examples of trade marks that are inherently adapted to 

distinguish include: 

(a) surnames that are not commonplace 

 

(b) personal and company names that are not commonplace  

 

(c) most coined words  

 

(d) expressions not in common use in respect of the goods and/or services 
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(e) unlikely grammatical constructions particularly those that incorporate a 

misspelling  

 

(f) slogans with only indirect reference to the goods and/or services 

 

3.13 If a trade mark falls into category (b) and is to some extent, but not sufficiently, 

inherently adapted to distinguish, then the examiner will request the applicant to 

provide evidence of the use, or the intended use, of the trade mark. The Trade Mark 

Examiner’s Manual observes that, “[t]he more a sign with some adaptation to 

distinguish is used, or its intended use is promoted, the less likely it will be that other 

traders, having no improper motive, will need to use that sign in connection with their 

goods or services.” Examples provided by the Trade Marks Office of trade marks which 

are to some extent inherently adapted to distinguishing include common surnames and 

words and expressions which may be required by other traders to describe or extol 

their goods and/or services. 

3.14 If a trade mark is not to any extent inherently adapted to distinguish, it may still be 

capable of acceptance if the applicant can provide evidence of use of the trade mark 

before the filing date that establishes that the trade mark did in fact distinguish the 

goods and/or services. Examples provided by the Trade Marks Office of trade marks 

which are not to any extent inherently adapted to distinguish include marks that are 

presently in common use and serve directly to designate the goods or services or are 

presently in common use and serve directly to designate the goods or services  

D. Common Grounds for Rejection: Conflicts with earlier marks 

3.15 Section 44 of the Trade Marks Act provides that an application for the registration of a 

trade mark in respect of goods or services must be rejected if the applicant's trade 

mark is substantially identical with or deceptively similar to: 

(a) a trade mark registered by another person in respect of similar goods or closely 

related services, or similar services or closely related goods; or 

 

(b) a trade mark:  

 

(i) whose registration is being sought by another person in respect of similar 

goods or closely related services or similar services or closely related 

goods; and 

 



 

 
© Paralegal Australia Pty Ltd 2019 

Page 31 

(ii) the priority date of the applicant's trade mark is not earlier than the priority 

date of the other trade mark in respect of the similar goods or closely related 

services, or the similar services or closely related goods. 

 

3.16 During examination, the examiner will cite any registered trade marks or earlier trade 

mark applications which the examiner considers substantially identical with or 

deceptively similar to the trade mark application, if those marks are registered, or are 

being sought to be registered, in respect of similar goods or closely related services or 

similar services or closely related goods.  

Substantially identical marks 

 

3.17 Whether a trade mark is “substantially identical” with another trade mark is determined 

by comparing the trade marks side by side, noting the similarities and differences and 

assessing the importance of these having regard to the essential feature of the 

registered mark and a total impression of resemblance or dissimilarity that emerges 

from the comparison. Generally, it is difficult to establish that marks are substantially 

identical with one another unless they are the same or very similar. Examples of trade 

marks which have been held to be substantially identical include: 

FUNSHIP THE FUNSHIP 

FUN SHIP 

FUNSHIPS 

LIVING WATER LIVING WATERS 

 

Deceptively similar marks 

 

3.18 A trade mark is taken to be deceptively similar to another trade mark if it so nearly 

resembles that other trade mark that it is likely to deceive or cause confusion. Unlike 

substantial identity, the relevant comparison between the two marks is not undertaken 

by placing the marks side by side. The comparison is between, on the one hand, the 

impression based on recollection of the earlier mark that persons of ordinary 

intelligence and memory would have; and, on the other hand, the impressions that 

such persons would get from the later trade mark. Recent examples of trade marks 

which have been held to be deceptively similar include: 

 
Realestate1.com.au 

ProBurn BURN 
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RID-IT 

 

 

 

 

 

3.19 When comparing trade marks, it is helpful to consider the following factors: 

(a) What words or devices are used in the marks? 

 

(b) What do the marks sound like? Do the words used sound similar? 

 

(c) What ideas are conveyed by the marks? 

 

(d) Is one of the marks famous? People are more likely to remember famous marks. 

 

(e) Are parts of the marks descriptive? If so, those parts might be able to be 

disregarded for the purposes of the comparison. 

 

(f) What type of the goods or services are the marks used for? The type goods or 

services, including their cost and the context in which they are sold, will affect 

the amount of attention a consumer will give when selecting the goods or 

services. 

 

Similar goods and services 

 

3.20 Even if a trade mark application is substantially identical with or deceptively similar to 

a registered mark or earlier trade mark application, the goods and/or services for which 

registration is sought must still be similar or closely related. The terms “similar goods” 

and “similar services” are defined in subsections 14(1) and (2) of the Trade Marks Act. 

Goods are similar to other goods if they are the same as the other goods, or if they are 

of the same description as that of the other goods. The same rule applies to similar 

services.  
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3.21 In determining whether goods are similar, the examiner may consider: 

(a) the nature of the goods themselves; 

 

(b) the uses for the goods; 

 

(c) the trade channels through which the goods are purchased; 

 

(d) the origins of the goods; 

 

(e) whether they are produced by the same manufacturer; 

 

(f) whether they are sold in the same season; 

 

(g) the customers for the goods; 

 

(h) whether the goods are considered to be goods “of the same description” by 

people who manufacture and supply them. 

 

3.22 In determining whether services are similar, the examiner may consider: 

(a) the nature of the services; 

 

(b) the purpose of the services; 

 

(c) the origins of the services; 

 

(d) whether the services are provided by the same person or business; 

 

(e) the customers for the services; 

 

(f) whether the services are services “of the same description” by people who supply 

them. 

 

3.23 When comparing a trade mark application for goods against a trade mark registered 

for services, the examiner will determine whether those goods are closely related to 

the services, or visa versa.  
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Priority Date of a Trade Mark 

3.24 The priority date for the registration of a trade mark in respect of particular goods or 

services is: 

(a) if the trade mark is registered, the date of registration of the trade mark in respect 

of those goods or services; or 

 

(b) if the registration of the trade mark is being sought, the day that would be the 

date of registration of the trade mark in respect of those goods or services if the 

trade mark were registered. 

 

3.25 The date of registration of the trade mark is generally the filing date of the trade mark 

application. Where an application is made for a divisional application or a Convention 

application, the priority date will be the date that the earlier application is filed in 

Australia (for divisional applications) or in the Convention country (for Convention 

applications). 

How to overcome a s 44 citation 

3.26 There are a number of options open to a trade mark applicant for responding to a s 44 

citation. The trade mark applicant can: 

(a) make submissions to the examiner as to why the trade marks are not similar or 

why the goods and/or services are not similar; 

 

(b) amend the goods and/or services in the trade mark application to remove the 

goods or services that are similar or closely related; 

 

(c) file a divisional application and divide out the goods and/services that are similar 

or closely related so that the original application can proceed to acceptance; 

 

(d) seek consent to the registration of the trade mark from the owner of the cited 

application. This is done by filing a letter of consent from the owner of the cited 

mark; 

 

(e) offer to purchase the cited mark from the owner of the cited mark; 

 

(f) seek to have the cited mark removed from the Register of Trade Marks for non-

use if the cited mark has not been used for a period of 3 years; 
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(g) seek to have the cited mark cancelled if there are grounds for revocation; 

 

(h) file evidence of honest concurrent use or prior continuous use (explained further 

below); or  

 

(i) simply allow the application to lapse. 

 

Honest Concurrent Use/Prior Continuous Use/Other Circumstances 

3.27 Even if the applicant’s trade mark is substantially identical or deceptive similar to a 

cited mark, and the goods and/or services are similar, the trade mark might still be 

capable of being accepted if the trade mark applicant can provide evidence of honest 

concurrent use and/or prior continuous use of the mark or if other circumstances exist 

which justify acceptance. 

3.28 Evidence of honest concurrent use should include: 

 

(a) evidence of use in Australia before the priority date of the trade mark application; 

 

(b) evidence of use over a commercially reasonable period of time; 

 

(c) information about the reasons for adopting the applicant’s trade mark in the face 

of the cited mark; 

 

(d) any instances of confusion;  

 

(e) information on the goods and/or services on which the trade mark was used 

before the priority date; and 

 

(f) the geographical extent of the use. 

 

3.29 In considering whether to allow the trade mark application to proceed to acceptance 

based on evidence of honest concurrent use, the examiner will consider: 

 

(a) the degree of confusion likely between the trade marks in question; 

 

(b) whether any instances of confusion have in fact occurred; 
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(c) the honesty or otherwise of the concurrent use 

 

(d) the extent of the honest concurrent use in terms of duration, area and volume; 

and 

 

(e) the relative inconvenience that would be caused to the respective parties if the 

applicant’s trade mark was registered. 

 

3.30 Acceptance on the basis of ‘other circumstances’ depends on a consideration of the 

commercial realities which, in the Registrar’s opinion, justify acceptance of an 

application notwithstanding a real risk of deception or confusion. Some examples of 

relevant circumstances include: 

(a) A court order prevents the owner of the cited trade mark from interfering with any 

use of the applicant’s trade mark; 

 

(b) The owner of the citation provides a valid letter of consent; 

 

(c) The applicant already has a registered trade mark for similar goods and/or 

services. 

 

3.31 The examiner may accept the application for registration subject to any conditions or 

limitations they think are fit to impose. For example, if the honest concurrent use has 

been limited to a particular geographical area, the registration may be limited to that 

geographical area. 

3.32 In order to establish prior continuous use, the trade mark applicant must establish that 

it has used the trade mark in Australia since before the priority date of the cited mark 

and has continued to use the trade mark until at least the date of filing the trade mark 

application in respect of the similar or closely related goods and/or services. 

3.33 The evidence filed by the trade mark applicant must set out the following matters and 

be supported by examples: 

(a) the date the use of the mark commenced; 

 

(b) the goods or services in respect of which the trade mark has been used; 

 

(c) that the use of the mark has been continuous. 
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LESSON 4 - OPPOSITION PROCEDURE 

 

4. Opposition Procedure 

A. Timeline for Opposing Registration of a Trade Mark 

4.1 Once a trade mark application has been accepted, it will be published in the Official 

Journal. This starts the deadline of 2 months for another person or company to file a 

notice of intention to oppose registration of the trade mark. A notice of intention to 

oppose form is available on IP Australia’s website. 

4.2 A statement of grounds and particulars must be filed by the opponent within one month 

from the day the notice of intention to oppose is filed. The statement of grounds and 

particulars must adequately particularise all of the grounds of opposition relied upon 

by the opponent. A form is available on IP Australia’s website at 

https://www.ipaustralia.gov.au/tools-resources/forms/statement-grounds-and-

particulars. In all cases, the statement of grounds and particulars will need to set out: 

(a) the name and contact details of the opponent; 

 

(b) the number of the trade mark to be opposed; 

 

(c) one or more grounds of opposition. (The grounds of opposition available to an 

opponent are set out in Lesson 5); 

 

(d) the facts and circumstances forming the basis for each nominated ground (these 

are referred to as “particulars”). 

 

4.3 The trade mark applicant must file a notice of intention to defend the opposition 

otherwise the opposition will be successful and the trade mark applicant will be 

rejected. The notice of intention to defend must be filed within one month from the day 

the trade mark applicant is given a copy of the statement of grounds and particulars.  

4.4 The opponent then has 3 months from the day it is given a copy of the Notice of 

Intention to Defend to file its evidence in support. The trade mark applicant then has 3 

months from the day it is given a copy of the Evidence in Support to files its evidence 

in answer. Then the opponent will have 2 months from the day it is given a copy of the 

evidence in answer to file any evidence in reply. (The requirements for, and content of, 

opposition evidence will be covered in Lesson 6). 

https://www.ipaustralia.gov.au/tools-resources/forms/statement-grounds-and-particulars
https://www.ipaustralia.gov.au/tools-resources/forms/statement-grounds-and-particulars
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4.5 Once all the evidence has been filed, the parties will be given an opportunity to be 

heard. This may be done by one or both of the parties requesting a hearing in person. 

A hearing officer will be allocated to the opposition and a hearing date for the opposition 

will be set. Both parties will file a summary of written submissions with the trade mark 

office before the hearing. The opponent must file its summary of written submissions 

10 business days before the hearing. The trade mark applicant must file its summary 

of written submissions 5 business days before the hearing. The parties will then attend 

the hearing and make oral submissions in support of their case. Hearings generally 

occur in Canberra, however, parties can attend the hearing by telephone or videolink. 

4.6 Parties may also elect for the opposition to proceed on the papers. This means that 

the parties are given deadlines to file written submissions as to why the opposition 

should be upheld or rejected. The hearing officer will then determine the opposition 

based on the evidence filed and the written submissions.  

4.7 The hearing officer will issue a decision, including reasons for their decision, within 

approximately 3 months from the date of the hearing. The opposition may be 

successful and the trade mark application will be rejected. The opponent only needs 

to establish one ground of opposition to succeed. Alternatively, the opposition may be 

unsuccessful and the trade mark will proceed to registration. 

4.8 The decision can be appealed to the Federal Court of Australia. A notice of appeal 

must be filed with the Federal Court within 21 days. 

4.9 A timeline setting out these deadlines is at Annexure A. 

B. Extensions of Time  

4.10 It is very difficult to obtain extensions of time for the deadlines set out above. You 

should proceed on the assumption that an extension of time will not be given.  

4.11 An extension of time to file a notice of intention to oppose, a statement of grounds and 

particulars or a notice of intention to defend is only possible where there has been: 

(a) an error or omission by the person, the person’s agent, the Registrar or an 

employee; 

 

(b) circumstances beyond the control of the person applying for the extension of 

time, other than an error or omission by the person, the person’s agent, the 

Registrar or an employee. 
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4.12 The Registrar will only grant an extension of time if the Registrar is satisfied that the 

grounds set out in the application justify the extension. 

4.13 The period for filing evidence may be extended only if the Registrar is satisfied that:  

(a) the party: 

 

(i) has made all reasonable efforts to comply with all of the relevant filing 

requirements; and 

 

(ii) despite acting promptly and diligently at all times to ensure the filing of the 

evidence within the period, is unable to do so, or 

 

(b) there are exceptional circumstances that justify the extension. 
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Annexure A – Timeline for Trade Mark Oppositions 
 

Timing Event - Opponent Event - Trade Mark Applicant 

  Acceptance of the trade mark 
application is advertised in the Official 
Journal 

Within 2 months Opponent must file a Notice of Intention 
to Oppose 

 

Within 1 month Opponent must file a Statement of 
Grounds and Particulars 

 

Within 1 month  Applicant must file a Notice of Intention 
to Defend 

Within 3 months Opponent must file evidence in support 
of its opposition 

 

Within 3 months  Applicant must file evidence in answer 
to the opposition 

Within 2 months Opponent must files any evidence in 
reply 

 

Once all evidence is 
filed 

Either side may request a hearing. Alternatively, the opposition may be 
determined on the papers. 

10 business days 
before hearing 

Opponent files written submissions in 
support of its opposition 

 

5 business days 
before hearing 

 Applicant files written submissions in 
answer 

Hearing 

Within approximately 
3 months 

Decision 
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LESSON 5 - GROUNDS OF OPPOSITION  

 

5. Overview 

5.1 An opponent can rely on a number of grounds to oppose registration of the trade mark. 

Those grounds include any of the grounds for rejection which were available to the 

examiner, as set out at paragraph 3.6 above. In addition, the opponent can rely on new 

grounds of opposition which were not available to the examiner, including: 

(a) the trade mark applicant is not the owner of the trade mark (section 58); 

 

(b) the opponent is a prior continuous user of a substantially identical or deceptively 

similar the trade mark in respect of the same goods or services (section 58A); 

 

(c) the trade mark applicant does not intend to use the trade mark (section 59); 

 

(d) another trade mark had, before the priority date for the registration of the first-

mentioned trade mark in respect of those goods or services, acquired a 

reputation in Australia, and because of the reputation of that other trade mark, 

the use of the first-mentioned trade mark would be likely to deceive or cause 

confusion (section 60); 

 

(e) the applicant’s trade mark contains a false geographical indication (section 61); 

 

(f) the trade mark application or a document filed in support of the application was 

amended contrary to the Trade Marks Act (section 62(a)); 

 

(g) the trade mark application was accepted on the basis of evidence or 

representations that were false (section 62(b)); 

 

(h) the trade mark application was made in bad faith (section 62A). 

A. Section 58 

5.2 To successfully oppose a trade mark based on section 58, the opponent must establish 

that some other person (often the opponent itself) was the first person to use that mark 

(or a substantially identical mark) in Australia in relation to those goods or services. If 

there has been no use of the trade mark, the first person to apply to register the trade 

mark will, in most cases, be entitled to claim to be the owner.  

B. Section 58A 
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5.3 Where a trade mark application has been accepted based on evidence from the trade 

mark applicant of its prior continuous use (as discussed above), registration may be 

opposed by the owner of the cited trade mark on the basis of its continuous use of the 

cited mark before the first use of the applicant’s trade mark. 

C. Section 59 

5.4 To successfully oppose a trade mark based on section 59, the opponent must establish 

that the applicant did not intend to use its trade mark when it filed for the trade mark. 

Because the intention concerns the applicant’s state of mind, it is difficult for an 

opponent to prove lack of intention. The Opponent may be successful if the applicant 

advances no or no credible evidence of the intention or concedes its absence; or where 

documents or the circumstances indicate an intention which is, for example, not 

sufficiently definite, or not directed at use as a trade mark. 

D. Section 60 

5.5 To successfully oppose a trade mark based on section 60, the opponent must establish 

that: 

(a) another trade mark, registered or unregistered, had acquired a reputation in 

Australia before the priority date of the applicant’s trade mark; and  

 

(b) because of that reputation, use of the applicant’s trade mark would be likely to 

deceive or cause confusion. 

 

Reputation 

 

5.6 Reputation means recognition of the mark by the public generally, having regard to the 

market for the goods or services at issue. The reputation must be reputation as a trade 

mark. Depending on the goods or services at issue, recognition by a substantial portion 

of the general population may be necessary. For some highly specialised products, 

awareness among a few thousand people or even less might be sufficient. 

5.7 Reputation is a question of fact and is generally proven by evidence of: 

(a) examples of use of the mark; 

 

(b) volume of sales; 

 

(c) marketing expenditure; or 
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(d) evidence of consumer appreciation (such as declarations from consumers or a 

consumer survey). 

 

5.8 A mark may have a reputation in Australia even if there have been no sales in Australia. 

Even in the absence of sales or use, a mark may acquire a reputation in Australia by 

the means of direct preliminary marketing, direct advertising, indirect advertising, 

exposure in radio, film, newspapers and magazines or television, or because the mark 

has a reputation in another country which can be shown to have extended to Australia. 

Likelihood of Deception or Confusion 

5.9 To establish a likelihood of deception or confusion, an opponent must show that there 

is a real tangible danger of deception or confusion among a ‘significant’ or ‘substantial’ 

number of consumers because of the reputation in the other trade mark. The following 

matters will be relevant to whether or not there is a likelihood of deception or confusion:  

(a) the level of reputation of the other mark; 

 

(b) the similarities between the applicant’s trade mark and the other trade mark; 

 

(c) the context in which the goods or services are sold;  

 

(d) the level of similarity between the relevant goods or services; and 

 

(e) evidence of actual confusion between the trade marks, or conversely, the 

absence of evidence of actual confusion if the applicant and the opponent have 

been trading alongside another for a significant period of time. 

 

5.10 Recent examples of trade marks which have been successfully opposed based on 

section 60 include: 

BED BATH & BEYOND 

 

 

PLANET FITNESS 

DUROFLAM DURO-TUSS DIFFLAM 

OPTISLIM OPTI LEAN 
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E. Section 61 

 

5.11 Subsection 61(1) provides a ground of opposition if an application for a trade mark for 

particular goods (relevant goods) contains a sign which is a geographical indication for 

goods (designated goods) originating in a country, region or locality other than the 

country in which the relevant goods originated, or a region or locality in a country other 

than the region or locality in which the relevant goods originated. 

 

5.12 A geographical indication is a sign that identifies the goods as originating in a country, 

or in a region or locality in that country, where a given quality, reputation or other 

characteristic of the goods is essentially attributable to their geographical origin. 

 

5.13 To successfully oppose a trade mark based on section 61, the opponent must establish 

that:  

 

(a) the relevant goods are similar to the designated goods; or  

 

(b) the use of the trade mark in relation to the relevant goods would be likely to 

deceive or cause confusion.  

 

5.14 However, even where an opponent establishes the matters above, the opposition will 

still fail if: 

 

(a) the relevant goods originated in the country, region or locality identified by the 

geographical indication; 

 

(b) the sign is not recognised as a geographical indication for the designated goods 

in the country in which the designated goods originated; 

 

(c) the sign has ceased to be used as a geographical indication for the designated 

goods in the country in which the designated goods originated; 
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(d) the applicant, or a predecessor in title of the applicant, used the sign in good faith 

in respect of the relevant goods, or applied in good faith for the registration of the 

trade mark in respect of the relevant goods, before:  

 

(i) 1 January 1996; or 

 

(ii) the day on which the sign was recognised as a geographical indication for 

the designated goods in their country of origin, 

 

whichever is the later; 

 

(e) the registration of the trade mark is being sought in respect of wine or spirits 

(relevant wine or spirits)--the sign is identical with the name that, on 1 January 

1995, was, in the country in which the relevant wine or spirits originated, the 

customary name of a variety of grapes used in the production of the relevant 

wine or spirits; 

 

(f) although the sign is a geographical indication for the designated goods, it is also 

a geographical indication for the relevant goods; and the applicant has not used, 

and does not intend to use, the trade mark in relation to the relevant goods in a 

way that is likely to deceive or confuse members of the public as to the origin of 

the relevant goods;  

 

(g) the sign consists of a word or term that is a geographical indication; and the word 

or term is a common English word or term; and the applicant has not used, and 

does not intend to use, the trade mark in relation to the relevant goods in a way 

that is likely to deceive or confuse members of the public as to the origin of the 

relevant goods. 

 

F. Section 62(a) 

 

5.15 A trade mark application may be opposed on the basis that an application, or other 

document filed in support of the application, has been amended contrary to the Act. 

This may have occurred because the document was interfered with by an unauthorised 

person, but more usually it is because an amendment requested by the applicant was 

improperly allowed by the Registrar’s delegate. While an opponent may succeed in 

establishing subsection 62(a) this may not necessarily be fatal to the application. 
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G. Section 62(b) 

5.16 A trade mark application may be opposed on the basis that the application for 

registration was accepted on the basis of evidence or representations that were false 

in material particulars. For an opponent to succeed under this ground of opposition, 

there needs to be causal connection between the false representations and the 

acceptance of the trade mark. That is, the trade mark would not have been accept if 

the false evidence or representations had not been made. 

H. Section 62A 

5.17 To successfully oppose a trade mark based on section 62A, the opponent must 

establish that the application for registration was made in bad faith. The test for bad 

faith is whether “persons adopting proper standards would regard the decision to 

register as in bad faith, or that reasonable and experienced persons in the field would 

view such conduct as falling short of acceptable commercial behaviour.” Examples of 

bad faith provided by IP Australia include: 

(a) persons who monitor new property developments, register the names of new 

developments as trade marks for a number of services and then threaten the 

property developers with trade mark infringement proceedings unless the 

developers buy, or obtain a licence to use the trade marks; 

 

(b) persons who have a history of applying for trade marks that are deliberate 

misspellings of other registered trade marks; and 

 

(c) persons who identify trade marks used overseas but with no Australian use as 

yet who then apply to register the trade marks in Australia for the express 

purpose of selling them to the overseas owners. 
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LESSON 6 - PREPARING EVIDENCE FOR THE TRADE MARK OFFICE 

 

6. Overview 

6.1 In your role as a paralegal you may be called upon to assist in the preparation of 

evidence in support of registration of a trade mark application either at the examination 

stage or for an opposition. You may also be asked to assist in preparing evidence in 

support of an opposition to the registration of a trade mark.  

A. Formal Requirements 

6.2 Evidence given in an opposition proceeding must be given in the form of a declaration 

and must be in the approved form. A form is available on IP Australia’s website at 

https://www.ipaustralia.gov.au/tools-resources/forms/trade-mark-declaration-form. 

Importantly, the declaration must: 

(a) identify that it is a declaration made “Under the Trade Marks Act 1995 and 

Regulation 21.6 of the Trade Marks Regulations 1995”; 

 

(b) identify the title of the matter in respect of which the declaration is made; 

 

(c) identify the trade mark number of the trade mark application the subject of the 

opposition; 

 

(d) identify the name of the person making the declaration; 

 

(e) identify the address of the person making the declaration; 

 

(f) if making the declaration on behalf of a business, identify the witness’ position 

and the address of the place of business; 

 

(g) include numbered paragraphs which, as far as practical, are confined to one 

subject only; 

 

(h) end with the statement: “I make this declaration conscientiously believing the 

statements contained in this declaration to be true and correct.” 

 

(i) be signed and dated by the witness and set out the place where the declaration 

is made. 

 

 

https://www.ipaustralia.gov.au/tools-resources/forms/trade-mark-declaration-form
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B. Content 

6.3 The content of a declaration prepared for an opposition proceeding will vary depending 

on the trade marks in question and the grounds of opposition which have been raised. 

Set out below are a number of tips to assist you in preparing the best evidence for your 

case. 

The Witness 

6.4 It is important to consider who is going to give evidence for your client. If the person is 

giving evidence on behalf of a company they need to be authorised to give evidence. 

You may also want to consider whether they the best person from the company to give 

this evidence.  

Rules of evidence 

6.5 The rules of evidence do not apply to Trade Mark Office proceedings. However, it is 

best practice to prepare the evidence in accordance with the Evidence Act 1995 (Cth) 

because the Opposition might be appealed to the Federal Court. If the Opposition is 

appealed and the evidence has been prepared according to the Evidence Act then the 

evidence will be more easily and efficiently adapted for the Federal Court. Following 

the rules of evidence also, generally, produced evidence that is more convincing and 

reliable. 

The Relevant Date 

6.6 Generally, regardless of whether you are preparing evidence for the opponent or the 

trade mark applicant, you will need to adduce evidence of use of a trade mark as at a 

particular date. This is usually the priority date of the trade mark application. When 

preparing evidence of use of a trade mark, make sure that the examples of the use of 

the trade mark are:  

(a) dated; or  

 

(b) the witness can date them based on their recollection.  

 

6.7 The evidence of use needs to be before the relevant date. Evidence of use after the 

relevant date will be will be open to criticism from the other side and given limited 

weight by the Hearing Officer.  
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Examples of Use 

6.8 Examples of use of the trade mark will usually be annexed to a declaration. It is 

important that those examples are in colour (where possible) and that they are legible.  

The Wayback Machine 

6.9 Often clients do not have good records of their own use of their trade mark, including 

records of their website. A good resource for records of what a website looked like at 

a particular date is the Wayback Machine. The Wayback Machine is a digital archive 

of the World Wide Web and other information on the Internet. The Wayback Machine 

uses web crawlers to download an collect publicly accessible webpages. Therefore, 

the Wayback Machine may have an archive of your client’s website which you can use 

in preparing the evidence. It is important to note that while the Trade Mark Office is 

receptive to evidence from the Wayback Machine, that evidence may not be admissible 

in the Federal Court if the Opposition is appealed. 


